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Office Actfon Summary 



ApplLoatJon Na. 



Examiner 



Applic9nt(8) 



Hdin at Al. 



ThdtAM Haas 



Group Art UnU 
1803 




□ Responsive to communf cation (s) fiJed on _ . 

□ Thfs action is FINAL, 

□ Since this spplicstion 1$ in conditio^ for* allowance except for formal matters, prosecution «9 lo the merits is closed 
in accordance with tha practice under 6r p#/-re Qc/a//e, 1935 CD. 11; 453 0.<3. 213. 



A shortened statutory period for response to this action is set to expire , 



month<5], or thlrcY days, whichever 



is longar, from the mailing date of this commuriication. Failure to respond v/ithin the period for response will cause the 
application to became abandoned. (35 U«S.C. 5 1 33). Extensions of time may be obtained under the provisions of 
37 CFR l.l3B(a). 



DisposFlion of CItfms 
Kl Claim te) h20 



is/ars pending Jn xhe application. 



Of the above, claim (s)' 13-20 
□ Claimis) 



Kl Clalmls) 1-72 

□ Claim Is) 

Q Qaims 



Is/are withdrawn from consideration. 

Is/ere allowed. 

is/are rejected. 

. Is/are objected to. 



are subjeci to fesiricrion or election requirement. 



Application Papers 

Kl See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ TTie drawing^) filed on is/are objocxed to by the Examiner. 

□ The proposed drawing correction, filed on \s Opproved 

□ The specification ts objected to by the &caminer. 

□ The oath or declaration Is objected to by the Examiner. 



□diseoproved. 



Priority under 35 U.S.C. S 1 1 9 

n Acknowledgement is made of a claim for foreign priority under 35 U.S.C- § 119[a)*(d)« 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ regelved- 

□ received in Application No- ISeries Code/Serial Number) . 

□ received In this national stage application from the international Bureau (PCT Rule 17.2fa)). 
•Certified copies not received; 



□ Acknowledgement Is made of a claim for domestic pricrity under 35 U.S.C, § 1 1 9(e). 

AnachmentCs) 

SI Notice of References Cttcd, PT0-e92 

Kl information Disclosuro Statementls)^ PTo-1449, Paper No(s). 5 

□ Interview Summary. PTO-413 

IS Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-t52 
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Serial Number: 08/642,406 Page 2 

Alt Unit 1803 



DETAILED ACTION 



1 . The drawings are objected to for Hat reasons cited on fonn PTO 948 . Coixection is 
required. 



Jiouble Patenting 

2. The non-statuioiy double patenting rejection, whether of die obviousness-type or non- 
obviousness-type, is based on a judicially created doctrine grounded in public policy (a policy 
reflected in the statuie) so as to prevent the unjustified or improper timewise extension of the 
"li^t to exclude" granted by a patent. Jbi re Thortnpan. 41 S F,2d 528, 163 USPQ 644 (CCPA 
1969); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornum, 6S6' 
R2d 937, 214 USPQ 761 (CCPA 1982); 7» re Longi, 759 F.2d 887. 225 USPQ 645 (Fed Cir 
1 985); and In re Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). 

A timely filed tenninal disclaimer in compliance with 37 CFR 1.321(b) and (c) may be 
used to overcome an actual or provisional rejection based on anon-starutoiy double patenting 
ground provided the conflicting application or patent is shown to be commonly owned wi^h this 
appLcatien. See 37 CFR L78(d). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer, A tenninal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



3. Claims 1 - 12 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-1 1 of U.S. Patent No. 5,639,947. Although the 
conflicting claims are not identical, they are aot patentably distinct ftom each other because the 
transgenic plaat and method of making same as defined by claims 1:-12 of the instant application 
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are encompassed by claims 1-1 1 of U. S. Patent No, 5,639,947. One of ordinary skill in the an 
would recogDize that the number of plants tr^^ormed with the particular nucleotide sequences 
of the invention is an optimization of design parameters as these plants are lo be sexually crossed 
and selected and thereby the resulting transgenic plants would comprise ihe desired heterologous 
nucleotide sequences. 



Conclusion 

4. No claims are allowed. 

Any inquiry concerning this conununicaction or earlier communications from ihe examiner 
should be directed to Thomas Haas whose telephone number is (703) 305-7270, The examiner 
can normally be reached on Mon--Fri, from 7:00 to 4:30. 

If anempis to reach the examiner by telephone are unsuccessftil, the examiner^s supervisor, 
Doug Robinson, can be reached on (703) 308-2897, The fax phone number for this Group is 
(703)305-3014. 

Any inquiry of a general nature or relating to the status of this applicaiion or proceeding 
should be directed to the Group receptionist whose Telephone number is (703) 308-0196. 
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